UNI TED STATES DI STRI CT COURT
EASTERN DI STRI CT OF M SSOUR
EASTERN DI VI SI ON

MONSANTO TECHNOLOGY LLC and
MONSANTO COMPANY

Pl ai ntiffs,
No. 4:02CV538-DJS

VS.

SYNGENTA CROP PROTECTI ON, | NC.

N N N N N N N N N N

Def endant .

ORDER

This matter cones before the Court on the notion to
transfer or, in the alternative, to dismss or stay [Doc. #12],
which was filed by defendant Syngenta Crop Protection, Inc.
(“Syngenta”). Syngenta seeks the transfer of this case to the
United States District Court for the District of Delaware,
asserting that it has filed an earlier, related case against
plaintiff Mnsanto Conpany in that district.

Plaintiffs manufacture and sell gl yphosat e- based
her bi ci des, including Roundup Utra® and Roundup U traMAX®, for
agricultural use on Roundup Ready® crops, which are tolerant of the
application of certain glyphosate-based herbicides. Monsant o
Conmpany is a Del aware corporation, and Monsanto Technol ogy LLC is
a Delaware limted liability conmpany. Both plaintiffs have their
princi pal places of business in Mssouri. Syngenta, a conpetitor

of plaintiffs, manufactures and sells gl yphosate-based herbici des



under the Touchdown® brand nane. Syngenta is a Del aware cor pora-
tion with its principal place of business in North Carolina.

On April 15, 2002, plaintiffs filed the instant case
agai nst Syngenta under federal and M ssouri |lawfor fal se adverti s-
ing, product disparagenent, trade Ilibel, injurious falsehood,
unfair conpetition, and trademark infringenment. Plaintiffs citein
their conpl ai nt to Syngenta’ s Touchdown®- brand her bi ci des adverti s-

i ng and pronotional canpaigns since the year 2000, which all egedly

have contai ned, inter alia, various fal se and m sl eadi ng statenents
related to the use and the conparative efficacy of Roundup®
products and Touchdown® products. |In Syngenta' s Del aware acti on,
filed March 11, 2002, Syngenta' s allegations against Monsanto
Company under federal and Del aware | aw i nclude fal se adverti sing,
trademark infringenment, unfair conpetition, product disparagenent
and trade |ibel, deceptive trade practices, and tortious interfer-
ence with prospective econonic advant age. In support, Syngenta
cites to Monsanto Conpany’s Roundup® brand herbi ci des adverti sing

and pronoti onal canpai gns since February 2001, which al | egedly have

contained, inter alia, various false and m sleading statements
related to the use and the conparative efficacy of Roundup®
products and Touchdown® products.

Syngenta asserts that the case should be transferred
pursuant to the “first-filed rule,” a rule which is prem sed on
federal comty. Under the first-filed rule, a district court has
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the discretionto transfer a case if an earlier-filed, rel ated case
involving the sane parties and issues was filed in a different

district. See, e.qg., Othmann v. Apple Ri ver Canpground, Inc., 765

F.2d 119, 121 (8th Cr. 1985)(“[Where two courts have concurrent
jurisdiction, the first court in which jurisdiction attaches has
priority to consider the case.”). “To conserve judicial resources
and avoid conflicting rulings, the first-filed rule gives priority,
for purposes of choosing anong possible venues when parallel
litigation has beeninstituted in separate courts, to the party who

first establishes jurisdiction.” Northwest Airlines, Inc. V.

Anerican Airlines, Inc., 989 F.2d 1002, 1006 (8th Cr. 1993). *“The
rule is not intended to be rigid, nmechanical, or inflexible, but
shoul d be applied in a manner serving sound judicial adm nistra-
tion.” Othmann, 765 F.2d at 121 (citation omtted). The first-
filed rule applies in the absence of conpelling circunmstances. See

id. (citation omtted). The two cases do not have to be identi cal

but must have i ssues that substantially overlap. See, e.qg., Hunter

Engi neering Co. v. |IDSC Holdings, Inc., 4:00CV1374-FRB, at *3-4

(E. D. Mo. Novenber 9, 2000)(“[l]n order to transfer a case under

81404(a), the subject matter need not be identical, only sim-

lar.”)(citations omtted); AT&T Co. v. MI Conmunications Corp.,
736 F. Supp. 1294 (D.N. J. 1990)(finding significant overl ap between

two related lawsuits concerning the respective advertising and



pronotional activities of the parties such that case transfer was
war r ant ed) .

Syngenta asserts that there is an “obvi ous, fundanental,
and inevitable overlap between the two cases, nanely proof of how
t hese conpeting herbicides work and whether there is data to
support clains involving them” Reply, p.L1l. Plaintiffs assert
that the first-filed rule is inapplicable because the cases involve
“two clearly separate and distinct controversies.” Meno. in Qop.
p.5 (enphasis omtted). However, plaintiffs do state that the “one
and only potential area of true overlap between the M ssouri and
Del awar e actions is a conpari son of the weed control perfornmnce of
each party’s respective herbicide products.” Meno. in Opp., p.7
(enmphasis omtted).

The parties dispute how nmuch duplication of discovery,
docunentary evidence (including financial data, consunmer survey
evi dence, and scientific studies), and witness testinony wll take
place if the two cases proceed in separate districts. After
careful consideration of the respective conplaints, the Court finds
substantial overlap between the cases regarding the herbicides’
conparative performance and efficacy and the supporting scientific
evi dence such that significant duplicationis likely. In addition,
despite plaintiffs’ argument to the contrary, the Court finds that
there is a serious danger of the two district courts making
i nconsi stent determ nations on nmaterial issues, notably regarding
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t he conparative efficacy of the respective products and the sim | ar
remedi es sought by the parties, including both parties’ requests
for the inplementation of corrective advertising as equitable
relief. The Court agrees with Syngenta’ s assessnent that, “if both
courts order corrective advertising, there is a risk that such
advertising coul d negate or be i nconsistent with one another inthe
public’s eye, thus providing no benefit or renedy to either party.”

Menmo. in Opp., p.7. See also AT&T, 736 F. Supp. at 1311 (“[T]o

devel op and i nplenent such a plan would require consideration of
the extent to which the prevailing party was also guilty of

di ssem nating false or msleading information.”).

Furthernore, issues from the related |awsuits are
contenpl ated and/or will be contenplated in affirmative defenses
raised by the parties. In the Delaware action, Mnsanto Conpany

asserts an affirmati ve def ense of “uncl ean hands” that may invol ve
sone or all of plaintiffs’ clainms in the instant case. Exh. 1B of
Meno. in Support, Mnsanto Conpany’'s Fifth Affirmative Defense,
Case No. 02-174-SLR (D.Del). Additionally, Syngenta asserts that
it anticipates raising an unclean hands defense in the M ssouri
action:

Syngenta wi Il | answer Monsanto’s conplaint with

a vigorous defense, including a stern indict-

ment of Monsanto’ s advertising practices - all
of which is presently being adjudicated in the

Del aware Action. |In particular, Syngenta wl |
likely introduce Monsanto’s ad canpaign in a
defense  of uncl ean  hands, i.e., t hat



Monsanto’s use of false, msleading and

confusi ng statenents about Syngenta’ s products

precl udes Monsanto from any equitable relief.
Exh. 2 of Reply, Zellinger Aff. 8. See also Exh. 1B of Menp. in
Support, Mnsanto Conpany’s Answer Y36 and Fifteenth Affirmative
Def ense, Case No. 02-174-SLR (D.Del)(raising issues in Del aware
action related to Syngenta’s advertising and pronotional
mat eri al s). In addition, the parties’ profit and | oss data and
related testinmony will be necessary for both lawsuits. The Court
holds that the first-filed rule is applicable to this case.

Both parties have cited to case law from the Northern

District of lowa that there is a balance of conveni ence exception

to the first-filed rule, which is anal ogi zed to the conveni ence

factors under 28 U. S.C. 81404(a).! See, e.qg., Med-Tec lowa, Inc.

v. Nonos Corp., 76 F. Supp. 2d 962, 970-71 (N.D.lowa 1999). The

Court will assunme without deciding that the exception exists and
notes that 81404(a) involves consideration of the convenience to
the parties and witnesses and of the interests of justice, as well
as consideration of all other relevant factors. See Terra

International, Inc. v. Mssissippi Chemcal Corp., 119 F.3d 688,

691 (8th Cir.), cert. denied, 522 U S. 1029 (1997).

! “For the convenience of parties and witnesses, in the
interest of justice, a district court may transfer any civil
action to any other district or division where it mght have been
brought.” 28 U S.C. 81404(a).



To begin, Mssouri is plaintiffs’ choice of forum
Plaintiffs’ principal places of business are in Mssouri, although
all parties are organized under the laws of Delaware and can
reasonably expect to sue and be sued there. 1In fact, plaintiffs
have initiated several past lawsuits in Delaware. See Exh. 2 of
Meno. in Supp. In addition, the parties do not dispute that the
District of Delaware woul d have jurisdiction over the parties and
subj ect matter of the instant case and that venue woul d be proper.
Wil e the Court acknow edges that the Eastern District of M ssouri
is nmore convenient for plaintiffs’ w tnesses who regularly work at
plaintiffs’ corporate headquarters, this convenience nmust be
count er bal anced against the significant |ikelihood that, absent
transfer, many witnesses will be inconvenienced by travel to two
different fora to testify regarding the sane issues. This sane
reasoni ng applies to the duplication of docunents that are | ocated
at plaintiffs’ corporate headquarters.

Addi tionally, Syngenta asserts that sone of its witnesses
and docunents are | ocated at its corporate headquarters i n Del aware
and that Delaware is closer and nore convenient than Mssouri to
Syngenta’s witnesses located in North Carolina. Oher wtnesses
and docunments are |ocated outside of both Mssouri and Del awar e,
including those from wuniversities and agricultural research
facilities. See Exh. 2 of Reply, Zellinger Aff. Y13-14. Further,
the Court finds no reason to question the District of Delaware’s
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ability to apply Mssouri law and, given that a national
advertising canpaign is at issue inthe Mssouri case, the Court is
not persuaded by plaintiffs’ argunment that the i nstant case i npacts
on Mssouri and the | ocal econonmy to the extent that, in |ight of
the issues discussed herein, transfer of this case would not be
justified. The Court notes the significant waste of judicial
resources that woul d be expended by litigating the sane issues in
two courts as well as the serious risk of inconsistent and contrary
rulings. After balancing the conveni ence factors argued by the
parties, the bal ance does not wei gh heavily in either party’s favor
and does not prevent the application of the first-filed rule.

Accordingly, for the foregoing reasons,

IT IS HEREBY ORDERED that defendant Syngenta Crop
Protection, Inc.’s notion to transfer [Doc. #12-1] is granted.

IT IS FURTHER CORDERED that defendant Syngenta Crop
Protection, Inc.”s notion to dismss or stay [ Doc. #12-2/#12-3] is
deni ed.

| T 1S FURTHER ORDERED that this case is transferred to

the United States District Court for the District of Del aware.

Dated this day of July, 2002.

UNI TED STATES DI STRI CT JUDGE






